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Material Transfer Agreement from IISc to Second Party- Template
This Material Transfer Agreement (hereinafter the “Agreement”) is made and entered into on this the _____ day of ___________, Two Thousand and Sixteen (_/_/2016) (The “Effective Date”) 
 BETWEEN:

Indian Institute of Science, a Trust registered under the Charitable Endowments Act of 1890 and a centrally funded Technical Institution, a Deemed University and an autonomous body funded by Ministry of Human Resource Development, Government of India and a Deemed University, situated at Sir C.V. Raman Road, Malleswaram, Bangalore– 560012, represented by its Registrar,  (hereinafter referred to as “IISc/The Institute”, which expression shall unless it is repugnant to the context or meaning thereof, include its Representatives, Nominees, Affiliates,  and/or Assigns of One Part)

AND

XYZ, having its registered office at _______, represented by ____________, …………………………………….. (Hereinafter referred to as “Recipient”, which expression shall unless it is repugnant to the context or meaning thereof, include its Representatives, Nominees, Affiliates,  and/or Assigns of the Recipient. of the other part):

“IISc” and “Recipient” shall be individually referred to as “Party” and collectively referred to as “Parties” under this Agreement.
NOW THEREFORE, IN CONSIDERATION OF THE MUTUAL COVENANTS, TERMS AND CONDITIONS AND UNDERSTANDINGS SET FORTH IN THIS AGREEMENT, THE PARTIES WITH THE INTENT TO BE LEGALLY BOUND HEREBY AGREE AS FOLLOWS:

I.
DEFINITION:

In this Agreement, except where the context otherwise requires, the following words and expressions shall have the following meanings:

(i)
Material shall mean original material, progeny, and unmodified derivatives and shall not include: (a) Modifications or (b) other substances created by the Recipient through the use of the Material.
(ii)
Progeny means unmodified descendant from the material, such as virus from virus, cell from cell, or organism from organism.

(iii)
Unmodified Derivatives means substances created by the Recipient which constitute an unmodified functional subunit or product expressed by the Original Material. 

(iv)
Modifications means Substances created by the Recipient which contain/incorporate the Material.

(v)
Know-how shall mean proprietary and confidential technical and other information which may be made available to the Investigator or the Company hereunder, whether patentable or not, including without limitation, ideas, concepts, inventions, discoveries, data, protocols, formulae, specifications, information relating to establishment and characterisation of Material, models, assays, analytical processes, biological materials and their derivatives, analytical systems or processes, procedures for experiments and tests and results of experimentation and testing, results of research and development including laboratory records and clinical data, as well as all intellectual property rights embodying said information. The fact that a part of a compilation of data is in the public domain shall not prevent the compilation of data as such or any one or more of the other elements of the compilation from being Know-how.

(vi)
Research shall mean the non-commercial research use of Material and Know-how for use and studies on the _________________________
(vii)
Inventions shall mean all discoveries, inventions, improvements or modifications, and all intellectual property rights relating thereto, obtained or made by the Investigator or any co-investigators in their use of the Material and/or the Know-how.

II.
PURPOSE:

The Recipient is desirous of obtaining _________(also referred to as the ‘Material’) for non- commercial academic research purposes in the field of _____________as set out in the Agreement, from IISc. Both parties agree that the said Material is the confidential/proprietary property of IISc and that the said material shall be used by the Recipient using the Recipient’s institutional facilities only, and only under the direction of Recipient's Scientist (also referred to as the Recipient’s Principal Investigator). The Material shall be used strictly for the development of ______________________________ Any transfer of the material to a third party may be done only when it is in furtherance of the research as envisaged in the Agreement and only subject to prior written approval of the Institute. 
III. RECIPIENT SCIENTIST/PERSONAL INVESTIGATOR: 

 (Name of the concerned professor/scientist/contact). 

IV. TERMS AND CONDITIONS

1.  Material and Information 
The following material will be delivered from IISc to Recipient under the terms of this Agreement: (Description of the material and transportation & delivery costs)


a.
_________________________________

2.  Use of the Materials: The recipient shall ensure that the materials are:

2.1 Used only for the purposes of investigation and research and not for administration to human subjects.
2.2 Handled, housed and/or stored in accordance with any reasonable protocols provided to the recipient 

2.3 Not made available to anyone other than personnel of the recipient engaged in carrying out the investigation.

2.4 Shall not be transferred to any scientist or to any business concern for any commercial purposes.

2.5 Shall not be modified without prior written permission/approval from IISc.

2.6 The Material should be used for the research purposes of the Recipient only and not for any commercial purposes.

3.  Intellectual Property Rights:

3.1The Recipient shall not use the Material for any  commercial purposes, whether on revenue or non-revenue basis or on profit or reciprocal promises basis. In case the Recipient proposes to  use the Material for commercial purposes, the Recipient shall first seek written permission from IISc and then negotiate with IISc and enter into a license or other appropriate agreement with IISc and third parties as may be required for that purpose, on a case-to-case basis.  Notwithstanding the above, it is made clear and agreed between the Parties that IISc shall not be obligated to either grant permission or enter into any agreement with the Recipient and it shall fully be within the discretion of IISc to review and consider each such request of the Recipient on a case to case basis.  
3.2 No rights are provided by IISc to use the Material or Modifications for profit-making or commercial purposes, such as sale, use in manufacturing, use in drug screening, evaluation, or designing programs, or provision of a commercial service based upon the Material or Modifications.

3.3 IISc makes no warranty or representation that the materials whether when used for investigation or otherwise do not and will not infringe the intellectual property rights of third party. IISc hereby excludes to the fullest extent permitted by law and liability arising (whether directly or indirectly) from any action, claim, proceedings, demands, losses (including but not limited to loss of profits), costs, awards damages and payments made by recipient arising from a claim by a third party that the use of the materials for the purposes of the investigation or otherwise infringes the intellectual property rights of third party.
3.4. Nothing in this agreement shall operate to transfer to the recipient any intellectual property rights of IISc in the materials.

3.5 All intellectual property rights (including, without limitation patentable inventions, confidential information, know-how, discoveries, data and all results arising out of the investigation shall be the sole property of the IISc. No rights are provided to the Recipient under any patent applications, trade secrets or other proprietary rights of IISc. No patent/intellectual property shall be filed on any product or process so developed with this Material without the written consent of IISc.
3.6 The Recipient shall share relevant information regarding the experiments conducted under the research programme, allow the provider access to Recipient’s laboratory activity regarding the research programme, and give the provider samples of any materials resulting, derived or/discovered within the scope of the research programme for use by the provider only for its internal research purposes.

3.7 
If Recipient’s research results in an invention, a new use, or a product based on, containing or relating to the Material or Modifications, Recipient agrees to disclose the Invention to IISc promptly on a confidential basis. Inventorship and ownership shall be determined by mutual agreement between the parties, taking into account the role and contributions of individuals involved in the development of the Invention as well as the contribution of the Material itself. Ownership shall reflect inventorship. In the case of a jointly owned Invention between IISc and Recipient, the Parties agree to negotiate a joint invention Agreement in good faith which shall provide for fair and equitable sharing of patent costs, income, and invention management responsibilities. If either Recipient or IISc is the sole inventor of any Invention, that party shall be free to dispose of such Invention at its own discretion. In this agreement “Invention” shall mean a patentable invention developed by the recipient in the course of the investigation that relates directly and principally to the materials itself.

3.8 
If the Recipient files any application for a patent in respect of an Invention, Recipient shall at IISc’s request and expense, grant to IISc a non-exclusive, worldwide, royalty-free licence to use for research purposes only and resultant patents solely in connection with the Materials (with the right to sub-license solely in connection with the distribution of the Materials to third parties by IISc under a substantially similar agreement to this agreement).

3.9 
The Recipient shall have the right, consistent with academic standards, to publish or present the results of the research work performed in accordance with this Agreement. The Recipient shall disclose such publications and shall submit IISc a draft of the manuscript intended for publication at least forty-five (45) days before the date of intended submission for publication so as to enable IISC to file applications for patent protection of Inventions. The Recipient also agrees to provide appropriate acknowledgment of the source of the Material in all publications.
 4. Confidentiality: 
4.1 
The recipient shall safe guard, keep and use all of the Confidential Information and the biological material in confidence and shall not, without the Institute’s prior written consent, disclose any part of the information or provide any part of the Biological Materials to any person, firm, corporation, or other entity (Confidential Information) This sub-clause 4 shall survive for 5 years after the termination/expiry of this MTA.

4.2 
The Recipient shall not give, sell, share, release, convey, or otherwise distribute the Material, or any part thereof, and/or any accompanying Confidential Information to any third party without the prior written permission of IISc. The Recipient acknowledges that IISc may withhold its consent for any reason it deems necessary and is not obliged to give the reason thereof, except as such Confidential Information: 

(a) was known by the Recipient at the time of disclosure; 

(b) becomes part of the public domain, except by breach of this Agreement by Recipient; 

(c) is rightfully received by Recipient from a third party without an obligation of confidence to IISc; or 

(d) is independently developed by Recipient's personnel who have not had access to such Confidential Information and the Material.

(e) is required to be disclosed by law or order of the Court with jurisdiction.

5.  General:
5.1 
Neither party shall be entitled to assign or otherwise transfer any of its rights or obligations under this Agreement to any person except with the prior written consent of the other.

5.2 
All notices given under this Agreement must be in writing and delivered to the relevant contact person as shown on the front sheet of this Agreement.

5.3. 
The Recipient accepts that the Materials are supplied on an “as is” basis, are experimental in nature and IISc warrants that the material provided is non-toxic, non-pathogenic, non-infectious, non-hazardous, non-inflammable, and non-volatile but IISc makes no representation or warranties which is beyond its control. 
5.5 
The Recipient understands that it is responsible for and undertakes to obtain all necessary ethical and regulatory consents required to import, receive, handle and house the Materials and to carry out the Investigation. The Recipient will comply with the requirements of all applicable laws and regulatory authorities governing the use of the Materials in the Investigation.

5.6 
No variation of or amendment to this Agreement shall bind either party unless made in writing and signed by a duly authorized representative of each party.

5.7 
Subject to clause 3.7, the Recipient shall not use IISc’s name in any publication, public announcement or other public disclosure without the express and written consent of the later. 

6. 
Ownership: The biological material is the property of the institute and the institute retains all right, title and interest to the material and confidential information. The biological material is made available to the recipient as a service to the research community and shall be used solely for research and academic research purposes. The material shall be used exclusively for the purposes described herein above and shall NOT be used for any commercial purposes or applications. 
7. 
Return of Material: After conclusion of the studies according to the purpose on the biological material or at the expiry of this MTA whichever occurs first, the recipient shall at the discretion of the Institute, either destroy or return to the institute the remaining material and modification incorporating the material. Upon request the recipient shall inform the institute the status of its research.

8. 
Inventions/Modifications: Where the research involving the biological material or a modification results in an invention or patentable modification of the material, the recipient and its researcher/s shall promptly disclose such development to the institute. Recipient and Institute shall decide in common about inventorship, taking into due consideration the Institute’s contribution to the invention through this biological material. Decisions about all further proceedings, such as filing of a patent application or/and exploitation, shall be made after inventorship is determined. At Institute’s request, Recipient agrees to provide the institute for its research use with reasonable quantities of published materials developed, made or discovered in the course of Recipient’s research studies using the biological material, always provided that recipient may fulfill this obligation with reasonable effort. Such transfer shall be free of charge.
9. Warrantee and Liability: Any Material delivered pursuant to this Agreement is understood to be experimental in nature and may contain hazardous properties and IISc  makes no representations and extends no warrantees of any kind, either expressed or implied.  There are no express or implied warranties of merchantability or safety or fitness for a particular purpose, or that the use of the material and / or the modifications would not infringe any patent, copyright, trademark, or other proprietary rights or that the said material or modifications would not pose a safety or health risk. To the extent permitted by law, Recipient assumes all liability for claims for damages against it by third parties which may arise from the use, storage or disposal of the material or modifications. The handling of the Material (storage, dissolution and/or application) shall be in accordance with published scientific information and applicable statues and regulations. 
10. 
Compliance: The recipient agrees to use the Material and the Know-how in compliance with all applicable statutes, laws, guidelines and regulations. Any animal used in the research with the Material shall be handled, housed, and, as appropriate, disposed of in accordance with current guidelines regarding the use and care of laboratory animals and all applicable laws and regulations, and no such animals, nor products derived from such animals, will be used for food. The Material being experimental in nature must not be used in human subjects, in clinical trials, or for the diagnostic purposes involving human subjects without the prior written consent of IISc.   The Recipient warrants that they have all requisite consents and approvals, including necessary approval from the Ethics Committee, to use the Material and the Know-how for the Research.

11. 
Report: Upon request, the Recipient shall provide the IISc with a summary of any research results obtained with the Material.

12.
Term and Termination: This agreement shall remain effective for a period of _____ years (‘Term’) from the date or execution unless terminated by either party by giving thirty (30) days prior written notice to the other party. 
The Recipient shall either destroy or return the Material to IISc in case i) this Agreement is terminated or expired, ii) the relevant donor consent is withdrawn, iii) approval from Ethics Committee is not obtained or withdrawn or iv) IISC otherwise is obliged to cause the Material to be returned or destroyed. This MTA may be extended upon the mutual consent of the Parties by a new MTA or by amendment hereto expressed in writing. 

13. 
Assignment: Recipient shall not assign this agreement or any rights hereunder without the prior written consent of the institute.

14. 
Severability: The legality or invalidity of any provisions of the Agreement shall not impair effect or invalidate any other provisions of this agreement

15. 
Facsimile: Any facsimile transmission of the agreement that is signed by a duly authorized representative of each party shall be legally binding and enforceable; however, the PARTIES will make every reasonable effort to execute duplicate originals of the Agreement.

16. 
Entire Agreement: This Agreement constitutes the entire agreement between the PARTIES with respect to the transfer of the Biological Material, identified in this Agreement, to the Recipient and superseded all prior agreements, understandings and communications, oral or written, relating to the subject matter hereof, and shall not be modified, altered or amended except by mutual written agreement by both PARTIES.
17. 
Fees and Shipment: The Material is provided free of charge to the Recipient. However, Recipient agrees to bear the cost of shipping of the said Biological Materials to the Recipient, if requested by the institute.

18. 
Governing Law: This Agreement shall be construed, interpreted, and governed by the laws of India without regard for conflicts of laws principles and shall be subject to the jurisdiction of the courts in Bangalore City only.
19. 
Dispute Resolution: In the event of any dispute or difference between the Parties hereto, arising out of or in relation to this Agreement, such difference or dispute shall be resolved amicably by mutual consultation or through negotiations. If such a resolution is not possible within 30 days of receipt of a written notice of such dispute, then, the dispute or difference shall be referred for arbitration as per the provisions of the Arbitration and Conciliation Act 1996 and the Rules there under, as amended from time to time, by a sole arbitrator to be agreed by both Parties.  The place of arbitration shall be Bangalore. The language to be used in the arbitration proceedings shall be English. 

20. 
Agreement Executed in Duplicate: This Agreement shall be executed in duplicate and one copy will remain with each of the parties hereto and each copy shall be deemed to be original.

Indian Institute of Science:                                                RECIPIENT’S ORGANIZATION’S









AUTHORIZED OFFICIAL  
 By:________________________                                     By:________________________ 

 Title:                                                                                 Title:

 Date:______________________                                     Date:______________________ 

Seal:                                                                                   Seal:

   The individual Scientists agree and accept the terms set forth in this agreement. 

 INSTITUTE’S    SCIENTIST:                                           RECIPIENT SCIENTIST: 

 By:________________________                                 By:________________________ 

 Name:
                                                                                         
Name: 
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