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LICENSE AGREEMENT

This License Agreement is entered into on this ___day of ____in the year Two Thousand and Sixteen (_/_/2016) (also referred to as the ‘Effective Date’) 

BETWEEN:
Indian Institute of Science, a Trust governed by the Charitable Endowments Act, 1890 and a centrally funded Technical Institution, a deemed University and an autonomous body funded by Ministry of Human Resource Development, Government of India, having its registered office   at Sir C.V. Raman Road, Bangalore – 560 012 (hereinafter referred to as “IISc/Licensor”, which expression shall wherever the context requires or admits, unless repugnant thereto, mean and  include its administrators, executors, trustees, successors-in-interest and permitted assigns of the ONE PART);

AND:
XYZ, a company incorporated under the Companies Act, 1956 having its registered
 office at [Address] (hereinafter referred to as “Licensee”, which expression shall wherever the context requires or admits, unless repugnant thereto, mean and  include its administrators, executors, successors-in-interest and permitted assigns of the OTHER PART);
The “Licensor” and the “Licensee” shall be individually referred to as “Party” and collectively referred to as “Parties” under this Agreement.

RECITALS:

A. WHEREAS IISc is a premier research institution and a center of excellence in higher learning, which is the proprietor and owner of all right, title, and interest in and to the Patent Rights, defined herein, with the absolute right to use, deploy, enjoy, etc. in any manner it deems fit;

B. WHEREAS the Licensee has expressed an interest in commercializing this Patent Rights only in the Field of Use and has sought a License of the Intellectual Property from IISc; 
C. WHEREAS IISc having examined the request of the Licensee recognizing that the commercialization would benefit the public at large, is willing to grant a license of the Patent Rights to the Licensee hereunder and Licensee is willing to accept the license restricted to the Field of Use in accordance with the terms and conditions set forth in this Agreement;
Now therefore, in consideration of the above, of the mutual covenants of the parties, terms and conditions and understandings set forth in this agreement and other good and valuable consideration the receipt and adequacy of which are hereby mutually acknowledged, the parties with the intent to be legally bound hereby agree as follows:
ARTICLE 1 — DEFINITIONS

a. "Agreement" shall mean this License Agreement and all Annexures attached hereto and signed or initialed by the Parties hereto, all of which Annexures form an integral part hereof, including amendments, if any.

b. "Affiliate" shall mean any legal entity (including, but not limited to, a company a corporation, registered partnership, or limited liability partnership) that is controlled by the Licensee. For the purposes of this definition, the term "control" means (i) beneficial ownership of at least fifty percent (51%) of the voting securities of a corporation or other business organization with voting securities or (ii) a fifty percent (51%) or greater interest in the net assets or profits of a partnership or other business organization without voting securities or (iii) the power and ability to control the majority of the composition of the board of directors of such corporation or business organization or the power to direct the management and policies of such partnership or business organization, directly or indirectly, by contract or otherwise.

c. "Field of Use" means the use of Licensed Product in the area of to be filled in.

d. "Intellectual Property" shall mean any and all inventions, materials, Know-how, trade secrets, patent rights, technology, trademarks, copyrights, formulae, processes, ideas or other discoveries conceived or reduced to practice, whether patentable or not and whether as relating to the Patent Rights including the property which is being granted to the Licensee under this Agreement by the Licensor.  
e. "New Improvement Patent Rights" means a) replacements, improvements, enhancements or modifications to the Patent Rights, as granted under this Agreement to the Licensee by the Licensor  including extensions, divisions, continuations, continued prosecution applications, continuations-in-part and foreign counterparts of any of the foregoing, and b) Inventions and Discoveries in research, development, or testing stage, and technology to be researched, developed or tested by Licensor or Licensee, individually or jointly, subsequent to the date of this Agreement.

f. "Know-how" means any processes; products, information, concept details, or any other proprietary rights including, but not limited to, trade secrets, formulas, research data, software, and specifications.

g. "Intellectual Property Rights (IPR)" shall mean all intellectual property (IP) including copyrights, patents, design rights, trademarks and other know-how developed, generated and belonging to the IISc, with reference to the Patent Rights.

h. "Patent Rights" shall mean all rights and interests statutory rights arising in and out of the Intellectual Property including existing patents and pending patent applications relating to to be filled in and as detailed by the Licensor in Annexure I including all provisionals, substitutions, re-issues, re​-examinations, renewals, and any foreign counterparts identified in Territory and any related information or Know-how which will be provided by the Licensor to the Licensee under this Agreement as described in Annexure -I.

i. "Licensed Product" shall mean any product that, in whole or in part, that is manufactured, produced or assembled and/or commercialized using the Patent Rights granted to the Licensee by the Licensor under this Agreement.

j. "Royalty(ies)" shall mean revenues received by the Licensor in the form of cash/money from Licensee as a result of the Licensee exploiting the Patent Rights granted under this Agreement.
k. "Reporting period" shall begin on the first day of each calendar quarter and end on the last day of such calendar quarter.

l. “Territory” shall mean country or countries identified in Annexure III

ARTICLE 2- GRANT OF RIGHTS

2.1 License: Subject to the Licensee's performance of the payment obligations set forth in Article 3 and the Licensee's compliance of other obligations therewith, IISc hereby grants the Licensee a non-transferable, non-exclusive, revocable, non-sub-licensable, License to be filled in (Nonexclusive/Exclusive License), 
of the Patent Rights to manufacture, produce, assemble, make, have made, use, sell, offer for sale and import the Licensed Product hereinafter "License") in the Field of Use. 
2.2 Reservation of Rights: The License being granted hereby is subject to the reservation of IISc's irrevocable right to practice and use the Patent Rights and Licensed Product for the purpose of including sponsored research and collaborations and allowing other educational and nonprofit institutions to do so within the Territory, for non-commercial, educational and research purposes, but not for commercial sale or other commercial distribution. Licensee agrees that, notwithstanding any other provision of this Agreement, it has no right to enforce the Patent Rights against any third party using the Patent Rights for such non-commercial activity.

2.3 IISc shall retain the rights to seek patent protection at its expense in the countries in which the Licensee has no interest. Licensee agrees to provide to IISc the list of countries in which it intends to seek patent protection no later than to be filled in, to IISc and this list, defining Territory, shall be annexed to this Agreement as Annexure— III, which shall be duly signed by authorized representatives of the Parties and shall form an integral part of this Agreement. Licensee hereby agrees and acknowledges that this License Agreement does not extend to countries not specified in Territory. However, Licensee may, within one year from the date of filing patent applications by IISc in the countries outside the Territory, request IISc in writing to extend this Agreement to said countries outside the Territory. IISc shall keep the Licensee informed of said patent applications and grants Licensee hereby the right of first refusal to license Patent Rights in said countries. IISc shall extend this Agreement to said countries, provided the Licensee reimburses all the relevant patent-related expenses to IISc.

2.4 Restrictions: Licensee agrees that it is not authorized and will not to the best of its knowledge practice or have practiced any patents of IISc other than the Patent Rights, and only Licensee will practice and have practiced the Patent Rights in compliance with the terms of this Agreement. Further and notwithstanding anything to the contrary, Licensee agrees that IISc has not granted any right to sell or offer for sale any subject matter other than those specific Licensed Product(s) for which Licensee has obtained and maintains its License hereunder. Licensee acknowledges that it has thoroughly investigated the materials related to the Patent Rights and is satisfied that such information is accurate and complete. Patent exhaustion shall not apply for any unauthorized sale and Licensee shall provide notice to all entities and customers of such restrictions, including as to the Field of Use, to prevent exhaustion of the Patent Rights and any implied license.

2.5 New Improvement Patent Rights: Subject to the provisions identified below, the License does not extend to New Improvement Patent Rights unless an Addendum to this Agreement or a separate Licensing Agreement is executed by the Parties, under which the New Improvements are included in the License specifically including additional compensation (Royalty) that may have to be paid by the Licensee to the Licensor. IISc at its own absolute and unfettered discretion may assent or decline to accept and execute such an Addendum.

2.6 Sub-Licensing:

a. The License does not extend to sublicensing of Patent Rights (outside those agreed to in this agreement) until an Addendum to this Agreement is executed
. Any such sublicense shall be subject to terms and conditions of the Addendum, which may specify additional compensation (Royalty or License Fee) to be paid by the Licensee to IISc.

b. Licensee may use third parties only to manufacture, develop, test or market any Licensed Product with prior intimation to IISc, provided that such third parties are bound by a confidentiality agreement with terms no less restrictive than those contained in this Agreement and in the manner acceptable to IISc.

2.7 No Other Rights Granted: The Parties agree that neither this Agreement, nor any, action of the Parties related hereto, may be interpreted as conferring by implication, or otherwise, any license or rights under any Intellectual Property Rights of IISc other than as expressly and specifically set forth in this Agreement, regardless of whether such other Intellectual Property Rights are dominant or subordinate to the Patent Rights.

2.8 Ownership: Licensee acknowledges that IISc is the sole and exclusive owner of the Patent Rights in India and in countries outside India and this Agreement shall not grant the Licensee with any right, title, or interest in the Patent Rights other than the right to use the same in accordance with this Agreement, whether registered or not and Licensee shall do nothing inconsistent with such ownership of IISc. Licensee further agrees that it will not claim ownership rights to the said Patent Rights, or any derivative, compilation, sequel or series, or related IPR owned by or used by IISc. 

ARTICLE 3- LICENSE PAYMENTS

3.1.  Consideration for Grant of Rights.

a. License Issue Fee and Patent Cost Reimbursement: The Licensee shall pay to IISc a non- refundable license fee as detailed in Annexure II and, in accordance to Clause 6.2, shall reimburse IISc for its actual expenses incurred as of the Effective Date in connection with obtaining the Patent Rights

b. Running Royalties: In consideration of the License granted in Article 2 hereof, during the term of this Agreement, Licensee shall pay IISc a royalty, of to be filled in of Gross Revenue of Licensee and all its Affiliates until the end of the Term of this Agreement as stated in Article 8. Running royalties, shall be payable for each Reporting Period and shall be due to IISc within sixty (60) days of the end of each Reporting Period. Royalties payable to IISc shall not be withheld on account of bad debts of the Licensee or any other circumstances attributable to any act/omission of the Licensee.

c. Applicable Taxes: Licensee agrees and acknowledges that the above amounts are exclusive of any imposed tax, duty, etc. In the event any taxes, duties, fees, and other surcharge become applicable during the term of this Agreement to License Fee/Royalty payments made by Licensee to IISc, regardless of whether such payments are due to agencies in India or outside India, the Licensee agrees to bear such levies.

3.2. Payments: All sums payable by Licensee hereunder shall be made through Banker's Cheques or Demand Drafts drawn in the name of The Registrar, Indian Institute of Science, Bangalore-560012, and couriered to:

The Chief Executive

Society for Innovation and Development (SID) 

Innovation Centre, Indian Institute of Science 

Bangalore- 560012, Karnataka, India

Payment may also be effected through wire transfer (i.e., electronically), after making suitable arrangements in consultation with IISc. Licensee agrees to bear all applicable bank charges for all sums payable to IISc.

3.3. Interest: In the event any royalties are not paid as specified herein, a compound interest of Nine percent (9%) per annum shall be due to IISc on the royalties accrued for the period of default till date of actual payment.

3.4. Record-keeping and Audits: The Licensee shall keep complete and accurate records of the production, manufacture, and sales of the Licensed Product and accounting records relating to commercialization and the royalties or other revenues that the Licensee received from the Licensed Product during each Reporting Period and provide a provisional statement of the aggregate net revenue and total quantity and value of Licensed Product sold by the Licensee in such Reporting Period and the amount of royalties thus due to IISc. Each such provisional statement shall be adjusted to the actual figure on the submission of the next provisional quarterly statement and the adjusted statement shall be certified as true and correct by a duly authorized officer of the Licensee. The Licensee shall also provide IISc with certification of the accounts statement by Statutory Auditor of the Licensee or by a Chartered Accountant identified by IISc, stating that Generally Accepted Accounting Practices (GAAP) (or any similarly rigorous financial accounting standard used in the respective part of the Territory) has been followed by the Licensee in maintaining its books and records. Royalties payable to IISc shall not be deducted due to bad debts of the Licensee.  IISc (whether itself or third party professionals) shall also be entitled to audit the books of account of the Licensee and shall be entitled to deploy professionals/personnel to conduct any such audit, without any prior intimation to the Licensee.  Licensee shall be bound to fully cooperate and produce all documents and records for the purpose of the audit and failure shall entail suspension of the License granted hereunder
.
3.5. The Licensee shall reimburse IISc hundred percent (100%) of any unpaid royalties resulting from any non-compliance discovered as a result of the audit performed by the said Chartered Accountant, within twenty-one (21) business days of receiving such written notice of non-compliance from IISc. In case of such non-compliance, the Licensee shall also pay IISc as penalty an additional one hundred and fifty percent (150%) of the entire amount of any underpayment exceeding ten percent (10%) of the corresponding amount previously paid.

If Licensee or one of its Affiliates experiences an extraordinary commercial advantage as a direct result of IISc' s Invention(s), patent rights or any rights which has been licensed to the Licensee vide this Agreement, then the Licensee/Affiliate(s) shall consider in good faith a further reasonable payment (compensation) to be made by the Licensee for the benefit of IISc, taking into account the contribution of IISc to the extraordinary commercial advantage. A commercial advantage is deemed to be extraordinary when resulting from events or transactions that are clearly distinct from the Licensee's ordinary sales activities or licensing income in the commercial field(s) of application and are not expected to occur frequently or regularly. The Licensee agrees promptly to negotiate in good faith with IISc incase IISc expresses in writing its opinion that Licensee has benefited from an extraordinary commercial advantage as described above. The quantum of such reasonable compensation shall be mutually decided by the Parties.

ARTICLE 4 - DUE DILIGENCE 

4.1 Commercialization: The Licensee shall use its best efforts to commercially introduce Licensed Product in the market as soon as practicable. 
4.2 Assistance: IISc agrees in good faith to assist the Licensee to the fullest possible extent in developing the Licensed Product during the Commercialization Period.

4.3 Reporting: Licensee shall issue to IISc a detailed written report on its progress in introducing commercial Licensed Product and working of the product once every 6 months from the Effective Date. Such report shall be considered confidential information of Licensee, governed by Article 5 of this Agreement. From the Effective Date, representatives of Licensor and the Licensee shall hold discussions every month for the first twelve (12) months to track the progress of the Licensee toward commercialization.

Failure to Commercialize: If the Licensee is not fulfilling its obligations under Article 4.1 and IISc so notifies Licensee in writing, IISc and Licensee shall negotiate in good faith, any additional efforts to be made by Licensee to achieve commercialization. If, within three (03) years (hereinafter called the "Commercialization Period") from the Effective Date, no commercialization is achieved by the Licensee, then, this agreement shall automatically terminate and shall stand cancelled.  Thereafter the Licensee shall not be entitled to utilize the Patent Rights in any manner whatsoever and immediately on termination, return to the IISc all the material like software, hardware, formula, data, and such like whether in tangible form or not and further shall not retain any copies of all or any portion of the Patent Rights as belonging and vesting with IISc.  The period of three (3) years may however, be extended, solely at the discretion of IISc upon a request of the Licensee made not later that six (6) prior to the expiry.
ARTICLE 5 - CONFIDENTIALITY & NON DISLCOSURE
5.1. Non-disclosure and Non-use: Confidential Information is defined as the Technology, manufacturing and other processes, trade secrets, know-how, inventions, computer codes, designs, Software documentation, programming techniques including the Licensed know-how and all other appended financial business, technical information and data along with copies thereof without limitation, all agreements, files, records, studies, reports, surveys, plans, documentation, business plans, policies, procedures, product information and other proprietary information  as furnished/disclosed by one party to the other hereunder or acquired by one party directly or indirectly from the other party. Such information shall also include research and development activities sales and marketing information, customer lists and all other proprietary information designated as 'Confidential', except to the extent (if at all) the foregoing is inherently disclosed in the normal course of use of a Licensed Product, and the terms of this Agreement or any reports due there under. During the term of this Agreement, each Party shall keep all Confidential Information provided by the other strictly confidential and agree not to disclose any Confidential Information of the other Party to any third party without the prior written consent of the other, or to use any such confidential information for any purpose other than as contemplated by this Agreement. 
5.2. Each Party hereby agrees to keep any Confidential Information transmitted to it or obtained by it from the other Party relating to the processes employed by the Licensee in the manufacturing of the Licensed Product strictly confidential and not to disclose the same or, any part thereof save to those of its employees who require to know the same strictly on need to know basis. Each Party agrees to use all reasonable endeavors to ensure that any employees to whom such disclosure is made will keep such information confidential and will not use the same for their own purposes or for the purposes of any third Party, including by entering into reciprocal confidentiality and non-disclosure agreements with such employees. Licensee shall take all precautions to preserve the confidentiality of Licensor’s Confidential Information and shall require that Licensee's employees and any other persons with whom Licensee shares Confidential Information similarly preserve this information. 
5.3. Licensee assumes responsibility for any breach of this Clause 5.1 and 5.2 by its employees or any other persons with whom Licensee shares Confidential Information. The Licensee further hereby agrees to indemnify IISc on any loss or damages suffered by IISc resulting directly or indirectly from breach of this Clause 5.1 and 5.2 by Licensee or its Affiliates/representatives or its employees or any other persons with whom Licensee shares Confidential Information. Without prejudice, the Licensee further agrees that it will not use the Confidential Information or any part thereof supplied by IISc for any purposes save for the manufacture of the Licensed Product, or as specifically permitted by IISc in writing. The provisions of this clause shall survive termination of this Agreement for any reason or its expiry.

5.4. Notwithstanding anything to the contrary, Confidential Information of a Party shall not include any information which the Receiving Party can demonstrate that :

a. is independently developed by the Receiving party, without access/use or reference  to that Disclosing Party's confidential information and where such development can be evidenced from the records of the Receiving as maintained in the ordinary course of business; 
b. is acquired by the Receiving Party from an independent  third Party who has the right to disclose such information; or

c. is , at the time of disclosure or becomes a part of the public domain (e.g., by publication of a patent or by any other means) for reasons not attributable to any unauthorised act of the Receiving Party except via an unauthorized act or omission by the other Party.

d. was in the receiving party’s possession prior to the disclosure thereof by the disclosing party and which can be evidenced by the receiving party’s records kept in ordinary course of it’s business

5.5. Permitted Disclosures: Notwithstanding the foregoing, Receiving party  may disclose:

(a) The Disclosing party’s Confidential Information to the extent as required by the applicable laws or by an order of a Court of competent Jurisdiction, administrative agency or pursuant to governmental proceedings or any other Government body , rules or regulations provided that, however to the extent possible,  the disclosing Party gives prior written notice of such disclosure to the Disclosing Party and reasonably cooperates  and assists the Disclosing Party in its efforts to oppose or mitigate such disclosure or to limit such  disclosure to only those third parties on a need to know basis; and 

(b) The Licensee may, upon notice to Licensor, also disclose the Licensor’s Confidential Information to the extent necessary to support Licensee’s patent and regulatory filings.  Licensee may disclose Licensor’s Confidential Information in confidence to third parties to the extent which is reasonably necessary to enable the Licensee to successfully commercialize the Licensed Products subject to the terms of this Agreement and subject to such third party being bound by confidentiality and non-disclosure agreements.
5.6. Publicity: Any public disclosure of the existence of this Agreement may not be made by either Party without the prior written consent of the other Party. Any disclosure made with such consent must keep the financial and other contractual terms of the Agreement confidential. The officers of the Parties with authority to provide said consent shall be the Registrar of IISc or the Chief Executive of SID, IISc, and XYZ, the Licensee.

ARTICLE 6 - 
PROSECUTION AND MAINTENANCE OF PATENT APPLICATIONS AND PATENT COSTS

6.1 Prosecution by IISc: IISc shall use reasonable efforts, consistent with its normal practices, in order to:

a. Prosecute Indian patent application(s) in connection with the Patent Rights;

b. File and prosecute "New Improvement Patent Rights" if licensed hereunder through an Addendum for which IISc and Licensee deem it beneficial to obtain additional statutory protection.

c. In the event Licensee requests that IISc obtain Patent protection in a particular country where IISc had not, heretofore, obtained such protection, IISc agrees to take reasonable steps to obtain such protection, provided, however, that Licensee shall reimburse IISc for the cost of filing and prosecuting such a Patent application,

6.2 Patent Costs: Licensee shall be responsible, at its expense, for using commercially reasonable efforts to file, prosecute, maintain and defend the Patents worldwide for and on behalf of the Licensor. From the Effective Date, all costs (including attorneys' fees) for the filing, prosecution and maintenance, interference or re-examination proceedings of Patent Rights in the Territory, whether such amounts were incurred before or after the Effective Date, and if applicable for New Improvement Patent Rights, shall be paid by the Licensee. The details of Patent expenses borne by IISc shall be submitted to the Licensee as and when they are incurred Licensee Shall reimburse all amounts due IISc pursuant to this Clause within thirty (30) days from receipt of an invoice from IISc detailing these amounts; late payment shall accrue interest pursuant to Clause 3.3.

6.3 Enforcement -  Licensor shall notify the Licensee promptly upon becoming aware or any suspicion that any third party is infringing or misappropriating, or allegedly infringing or misappropriating, any of the Licensed Patent Rights.  Licensee has the first right, but not the obligation, to initiate a suit or action against any third party who at any time is suspected of infringing or misappropriating any of the Licensed Patent Rights, or allegedly infringing or misappropriating any of the Licensed IP, and will control any such action for which it exercises such right subject to the prior consent of the Licensor.  Licensor has the right to participate in such action and to be represented in such action by counsel of its own choice, at its expense.  Licensor will cooperate with Licensee in any such action as Licensee may reasonably request, including without limitation by joining as a party plaintiff.  

ARTICLE 7 -
REPRESENTATIONS, WARRANTIES & INDEMNIFICATION

7.1 Representations and Warranties of IISc. IISc
 hereby represents and warrants to Licensee that, as of the Effective Date, there are no outstanding Sole, Exclusive or Non-Exclusive licenses or agreements of any kind relating to the Patent Rights in the Territory, other than pursuant to this Agreement herein. IISc has the power to grant the rights, licenses, and privileges granted herein and can perform as set forth in this Agreement without violating the terms of any agreement that IISc has with any third party. 
7.2 Representations and Warranties of Licensee: The Licensee hereby represents and warrants to the Licensor that:

a. it has the power to own its assets and carry on its business as it is now, being conducted;

b. it is carrying on its business and affairs in accordance with its bye-laws and other constituent documents; 
c. it has the financial, technical and other wherewithal to commercialize the Patent Rights and to produce the Licenced Product; 

d. it is and its promoters are of good business standing in the Territory and there are no criminal charges, allegations of financial impropriety and the like against them; and 

e. it has the power and authority to execute and deliver this Agreement.

f. this Agreement is a legal, valid and binding obligation on the Licensee , enforceable in accordance with its terms, subject to bankruptcy, insolvency, reorganization, moratorium, and similar laws of general applicability relating to or affecting creditors’ rights and to general principles of equity.

7.3 Exclusions. The Parties agree that nothing in this Agreement shall be construed as, and IISc hereby disclaims, any express or implied representation, warranty, covenant, or other obligation:

a. That any practice by or on behalf of the Licensee of any Intellectual Property Rights licensed hereunder is or will be free from infringement of rights of third parties;

b. Except as otherwise expressly set forth in this agreement, IISc makes no representations or warranties of any kind concerning the Patent Rights and hereby disclaims all representations and warranties, express or implied, including without limitation warranties of merchantability, fitness for a particular purpose, non-infringement of Intellectual Property Rights of IISc or third parties, validity, enforceability and scope of Patent Rights, whether issued or pending, and the absence of latent or other defects, whether or not discoverable.

c. In no event shall IISc its trustees, directors, officers, employees and affiliates be liable for incidental or consequential damages of any kind, including economic damages or injury to property and lost profits, regardless of whether IISc shall be advised, shall have other reason to know, or in fact shall know of the possibility of the foregoing, whether on account of the Licensee, or its end users or any other person/s.

7.4 Indemnification by Licensee. The Licensee shall indemnify, defend and hold harmless IISc, its trustees, officers, agents and employees from and against any and all losses, damages, costs and expenses (including reasonable attorneys' fees) arising out of third party claims brought against IISc and/or the Licensee relating to the manufacture, sale, licensing, distribution or use of Licensed Product or any claims, costs, or other damages which may result provided that: (a) Licensee is notified promptly of any Product Liability Claims; (b) Licensee has the sole right to control and defend or settle any litigation within the scope of this indemnity, failing which IISc may do so, at the cost of the Licensee; and (c) all indemnified parties cooperate to the extent necessary in the defence of any Claims.

7.5 Obligations of the Licensee: While this Agreement is in force, the Licensee shall:

a. Ensure that it complies with all such reasonable directions as the Licensor may from time to time specify and satisfy in relation to use of Patent Rights.

b. Undertake not to represent in any manner that it has any ownership in the Patent Rights as granted under this Agreement or otherwise and acknowledges that their use shall not create in the Licensee any right other than such specifically granted by this Agreement.

ARTICLE 8- TERM AND TERMINATION

8.1 Term: This Agreement and the rights and licenses hereunder shall take effect on the Effective Date and continue until the expiration, revocation, or invalidation of the last Patent Rights licensed to Licensee hereunder or twenty years from the Effective Date, whichever is later, unless earlier terminated pursuant to the terms of this Agreement.

8.2 Termination for Breach: IISc shall have the right to terminate this Agreement and the rights and licenses hereunder without prejudice to any rights of action accrued at the date of termination:

a. If the Licensee fails to make any payment due hereunder as and when the same shall become due and Licensee continues to fail to make the payment, for a period of twenty-one (21) business days after receiving written notice from IISc specifying Licensee's failure.

b. If the licensee ceases to carry on its business related to this Agreement, IISc shall have the right to terminate this Agreement immediately upon written notice to Licensee.

c. If the Licensee fails to commercialize the Patent Rights within a period of three (03) years from the Effective Date as set forth in Article 7.3 above.

d. If the Licensee makes any composition with its creditors or have a receiver appointed of the whole or any part of its assets or if an order is made or a resolution is passed for the winding up of the Licensee (except for the purposes of amalgamation or reconstruction of a solvent company).

8.3 Notwithstanding the above, either Party may terminate this Agreement without prejudice to any rights of action accrued to either Party at the date of termination, if the other Party has committed any breach of any of the terms of this agreement on its part and fails to remedy such breach within thirty (30) business days after written notice shall have been given by the Party not in breach to the other specifying the nature of the breach. 
8.4 In the event the Licensee is not successful in commercializing the Licensed Product and arrives at the conclusion that the Licensed Product is not viable for commercialization, the Licensee may terminate the Agreement on prior consultation with IISc, providing IISc with a written notice of thirty (30) days in advance of the intended date of termination.  
8.5 Upon any termination the Licensee shall have six (06) months to complete the manufacture of any Licensed Product that are then works in progress for sale and to sell its inventory of Licensed Product, provided that Licensee pays the applicable royalties. In the event the Licensee requires more time to dispose of the Licensed Product, it shall write to IISc within a period of 7 days’ from the date of termination and furnishes an authenticated and duly certified stock statement of the Licensed Product available with the Licensee and it’s affiliates and seeks additional time for the disposal of the same, which extension may not be unreasonably withheld.  
8.6 Accrued Liabilities: Notwithstanding termination of this Agreement for any reason shall not release either Party hereto from any liability which, at the time of such termination, has already accrued to the other Party or which is attributable to a period prior to such termination, nor shall such termination preclude either Party from pursuing any rights and remedies it may have hereunder or at law or in equity which accrued or are based upon any event occurring prior to such termination

8.7 Return of Information: Licensee shall return all data, software, technical writing, specifications, drawings, Know-how and the like provided and made available to it by IISc, relating to the Patent Rights, under the terms of this Agreement, immediately on the date of termination. It is further undertaken by the Licensee that all improvements made by it to the Patent Rights up to date of termination, including data, technical writing, specifications etc., shall be provided promptly to IISc, as and when these are achieved, and the Licensee shall not claim any or all of the above in any manner whatsoever. IISc shall return all the confidential information received from the Licensee, immediately upon termination of this Agreement. 

8.8 Survival: The following shall survive any expiration or termination (in whole or in part) of this Agreement: (a) any provision plainly indicating that it should survive; (b) any royalty due and payable on account of activity prior to the termination; and (c) Articles 1, 5, 7, 10, 11 and Clauses 3.4, 5.2, 8.6.

8.9 Pre-termination Obligations. In no event shall termination of this Agreement by either Parties release Licensee or its Affiliates from the obligation to pay any amounts that became due on or before the effective date of termination.

ARTICLE 9 - MERGER/ACQUISITION

9.1 If Licensee intends to merge into another duly incorporated Company in the Territory, or intends to acquire another Company, in either case to become an entity different from the one described in the recitals to this Agreement, the same shall be given effect to or proceeded with only with the prior written consent of IISc and shall be subject to the Licensee agreeing that the new entity shall be bound by the terms of this Agreement.  If the new entity is to continue to be bound by this Agreement, then the new entity shall within 15 days of its formation enter in and execute a deed of adherence of the terms of this Agreement with IISc.  Needless to mention that if it is proposed that the new entity does not desire to continue under this Agreement, then approval for reorganization shall not be required from IISs and this Agreement shall stand terminated forthwith and consequences of termination as per Article 8 above shall follow.  
9.2 Notwithstanding the above, it shall be at the sole discretion of IISc to whether accept the offer of the Licensee to assign this Agreement in favour of any new entity formed due to merger/acquisition.  
9.3 Any Agreement with the new entity shall transfer to it all the rights granted to the Licensee and the remaining obligations of the Licensee under this Agreement.

ARTICLE 10- LITIGATION

10.1 Enforcement: Both IISc and Licensee agree to promptly notify the other in writing should either Party become aware of possible infringement by a third party of the Patent Rights or New Improvement Patent Rights. If Licensee has supplied IISc with evidence of infringement of Patent Rights or New Improvement Patent Rights, Licensee may by notice request IISc to take steps to enforce the Patent Rights. If IISc does not, within sixty (60) days of the receipt of such notice, initiate an action against the alleged infringer, the Licensee may subject to prior written approval from IISc, initiate such an action at Licensee's expense, either in Licensee's name or in IISc's name if so required by law in consultation with IISc and as per the instructions of IISc.

10.2 All decisions relating to all or any litigation/statutory proceedings/legal proceedings especially as relating to offence/defence strategy, compromise, settlement, abandonment, etc. shall be the sole decision of IISc and all decisions taken by IISc will be binding on the Licensee. The Licensee shall extend its fullest cooperation on all matters relating to any litigation whether it is made a party to it or not and as and when requested by IISc.


Other Defensive Litigation: If a declaratory judgment action alleging invalidity, unenforceability, or non-infringement of any of the Patent Rights is brought against Licensee and/or IISc, the Licensee may elect to control the defence of such action and, it shall bear all the costs of the action. If mutually agreed between the Parties, Licensee may also undertake the defence of any interference, opposition, or similar procedure with respect to the Patent Rights, providing that Licensee bears all the costs thereof.

10.3 Cooperation: In the event either Party takes control of a legal action or defence pursuant to this Article 10.1 or 10.2, (thus becoming the Controlling Party) the other Party shall fuilly cooperate with and supply all assistance reasonably requested by the Controlling Party, including by: (a) using commercially reasonable efforts to have its employees consult and testify when requested; (b) making available relevant records, papers, information, samples, specimens, and the like; and (c) joining any such action in which it is an indispensable party. The Controlling Party shall bear the reasonable expenses (including remuneration and travel costs) incurred by the other Party in providing such assistance and cooperation. Each Party shall keep the other Party reasonably and promptly informed of the progress of the action or defence, and the other Party shall be entitled to participate in such action or defence at its own expense and using counsel of its choice. As a condition of controlling any action or defence involving the Patent Rights pursuant to Articles 10.1 or 10.2, Licensee shall use reasonable efforts to preserve the validity and enforceability thereof.

10.4 Settlement: If Licensee controls any action or defence under Articles 10.1 or 10.2, then Licensee shall have the right to settle any claims thereunder, but only upon terms and conditions that are reasonably, acceptable to IISc. Should Licensee elect to abandon such an action or defence other than pursuant to a settlement with the alleged infringer that is reasonably acceptable to IISc, Licensee shall give timely advance notice to IISc who, if it so desires, may continue the action or defence.

10.5 Recoveries: Any amounts paid to Licensee by third parties as a result of an action or defence pursuant to Articles 10.1 or 10.2 (including in satisfaction of a judgment or pursuant to a settlement), shall first be applied to reimbursement of the un-reimbursed expenses (including attorneys' fees and expert fees) incurred by each Party. Any remainder shall be divided between the Parties as follows: 

(a) To the extent the amount recovered reflects Licensee's lost profits or royalties, Licensee shall retain the remainder, less the amount of any royalties that would have been due to IISc under Article 5 on account of such lost profits or royalties, provided that (i) Licensee shall in any event retain at least seventy percent (70%) of the remainder; and (ii) IISc shall receive an amount equal to the royalties it would have received if such sales had been made by Licensee, provided such an amount shall in no event exceed thirty percent (30%) of the remainder; and  

(b)
To the extent the amount recovered does not reflect Licensee's lost profits or royalties, seventy percent (70%) shall be paid to the party controlling the action at the time of recovery, and thirty percent (30%) to the other party

10.6 Infringement Defence: If the Licensee, its Affiliate, distributor or other customer is sued by a third party charging infringement of patent rights that cover a Licensed Product, Licensee will promptly notify IISc. The Licensee will be responsible for the expenses of, and will be entitled to control the defence or settlement of, any such action(s).

10.7 Patent Marking: Licensee agrees to include appropriate patent marking, if and to the extent such markings shall be practical, on all Licensed Product made, sold, or otherwise disposed of by Licensee, which patent marking shall be in accordance with appropriate patent marking laws of the country in which such products are made, sold, or otherwise disposed of, unless such marking is in accordance with normal commercial practices, in which case the Parties shall cooperate to devise a commercially reasonable alternative to such marking Licensee shall cause its Affiliates to similarly mark any Licensed Product made, sold or otherwise disposed of by such Affiliates.

10.8 Expiration or Abandonment: In a case where one or more patents or particular claims thereof within the Patent Rights expire, or are abandoned, or are declared invalid or unenforceable by a court of last resort or by a lower court from whose decree no appeal is taken, or certiorari is not granted within the period allowed therefore, then the effect thereof hereunder shall be: 

a. That such patents or particular claims shall, as of the date of expiration or abandonment or final decision as the case may be, cease to be included within the Patent Rights for the purpose of this Agreement; and for the said purpose, an amendment agreement may be signed by the Parties evidencing the removal or expiration or abandonment of such patent rights or claims and 

b. That such construction so placed upon the Patent Rights by the court shall be followed from and after the date of entry of the decision, and royalties shall thereafter be payable by Licensee only in accordance with such construction.

In the event that Licensee challenges the validity of Patent Rights, Licensee shall not cease paying royalties to Licensor as of the date validity of the claims in issue are challenged, but rather may cease paying royalties as to those claims only after a final adjudication of invalidity of those claims.

ARTICLE -11: SETTLEMENT OF DISPUTES

11.1 In the event of any dispute or differences between the Parties hereto, such difference or dispute shall be resolved amicably by mutual consultation or through the good offices of the Director, IISc, or his nominee, who shall represent the interests of IISc, and the Head of the Licensee, or a person nominated by the Licensee, in the said context at the relevant point of time. If the dispute cannot be resolved by this group, the Director, IISc, or his nominee and the Head of the Licensee or person nominated by the Licensee shall, by mutual agreement, nominate an umpire to be included in the group. The decision of this enlarged group shall be final and binding on all Parties to the Agreement.

However, if such a resolution is not possible, then, only such dispute or any unresolved portion of the dispute or difference shall be referred for arbitration as per the provisions of the Indian Arbitration and Conciliation Act 1996 read with subsequent amendments thereto by mutually appointing a sole arbitrator and the decision of the said arbitrator shall be final and binding on the parties.

11.2 The place of arbitration shall be Bangalore.

11.3 The language to be used in the arbitration proceedings shall be English. Only the competent courts at Bangalore City shall have exclusive jurisdiction in respect of this Agreement.

ARTICLE- 12: APPLICABLE LAW

This Agreement shall be construed, interpreted, and governed by the laws of the Republic of India. 

ARTICLE 13- MISCELLANEOUS

13.1 Notices: All notice, requests, demands and other communications hereunder shall be in English and shall be given in writing and shall be either: (a) personally delivered; (b) sent by telecopier, facsimile transmission or other electronic means of transmitting written documents with confirmation of receipt; or (c) sent to the Parties at their respective addresses indicated herein by registered or certified mail, return receipt requested and postage prepaid, or by private overnight mail courier services with confirmation of receipt. The respective addresses to be• used for all such notices, demands or requests are as follows:

a. If to IISc, to: 

The Registrar, 

Indian Institute of Science, 

Bangalore — 560 012, India

With a copy to

Chief Executive, SID

Innovation Centre (SID), Bangalore-560012, INDIA

Phone No.: +91-80-2293-2908/2037/2038

Fax No.:
+91-80-2360-0265

Or to such other person or address as IISc shall furnish to Licensee in writing.

b. If to the Licensee, to:

to be filled in
If personally delivered, such communication shall be deemed delivered upon actual receipt by the "attention" addressee or a person authorized to accept for such addressee; if transmitted by facsimile pursuant to this paragraph, such communication shall be deemed delivered the next business day after transmission, provided that sender has a transmission confirmation sheet indicating successful receipt at the receiving facsimile machine; if sent by overnight courier pursuant to this paragraph, such communication shall be deemed delivered upon receipt by the 'attention' addressee ' or a person authorized to accept for such addressee; and if sent by mail pursuant to this paragraph, such communication shall be deemed delivered as of the date of delivery indicated on the receipt issued by the relevant postal service, or, if the addressee fails or refuses to accept delivery, as of the date of such failure or refusal. Any Party to this Agreement may change its address for the purposes of this Agreement by giving notice thereof in accordance with this Section.

13.2 Binding Effect. This Agreement shall be binding upon and inure to the benefit of the Parties and their respective permitted successors and assigns.

13.3 Assignment. Licensee shall in no event have the right to assign this Agreement or any of its rights and obligations hereunder to any person, firm or corporation, including in case of acquisition, merger, consolidation of Licensee with or transfer of assets to another corporation without the prior written consent of IISc, and any purported assignment or other transfer without such consent shall be void and unenforceable.

13.4 Entire Agreement: This Agreement including all the Annexure's sets forth the complete agreement of the Parties concerning the subject matter hereof. No claimed oral agreement in respect thereto shall be considered as any part hereof. No amendment or change in any of the terms hereof subsequent to the execution hereof shall have any force or effect unless agreed to in writing by duly authorized representatives of the Parties.

13.5 Waiver: No waiver of any provision of this Agreement shall be effective unless executed in writing. No waiver shall be deemed to be, or shall constitute, a waiver of a breach of any other provision of this Agreement, whether or not similar, nor shall such waiver constitute a continuing waiver of such breach unless otherwise expressly provided in such waiver.

13.6 Severability: Each provision contained in this Agreement is declared to constitute a separate and distinct covenant and provision and to be severable from all other separate, distinct covenants and provisions. It is agreed that should any article, condition, or term, or any part thereof, contained in this Agreement be unenforceable or prohibited by law or by any present or future legislation then:

a. such article, condition, term or part thereof, shall be amended, and is hereby amended, so as to be in compliance therewith the legislation or law; but

b. if such article, condition or term, or part thereof, cannot be amended so as to be in compliance with the legislation or law, then such clause, condition, term or part thereof shall be severed from this Agreement and all the rest of the articles, terms and conditions or parts thereof contained in this Agreement shall remain unimpaired.

13.7 Use of IISc Name: Licensee shall display the inventive contribution of IISc to the Licensed Product by affixing the Logo/words —"An IISc Innovation" to the Licensed Product and/or its packaging, wherever practicable. Except for the limited use set forth herein, the Licensee or its Affiliates shall not use the name of the Indian Institute of Science or any variation, adaptation, or abbreviation thereof, or of any of its trustees, officers, faculty, students, employees, or agents, or any trademark owned by IISc, or any terms of this Agreement in any promotional material or other public announcement or disclosure without the prior written consent of IISc, which consent IISc may either grant or withhold in its sole discretion. The foregoing notwithstanding, without the consent of IISc, Licensee may make factual statements during the term of this Agreement that Licensee has a license from IISc under one or more of the patents and/or patent applications comprising the Patent Rights.

13.8 Counterparts/Facsimiles: This Agreement may be executed in one or more counterparts, all of which taken together shall be deemed one original.

13.9 Transferability: This Agreement is not transferable by Licensee without the prior written consent of IISc, except as otherwise provided in this License Agreement. Any permitted transferee shall succeed to all of the rights and obligations of Licensee under this Agreement. 

13.10 Export Regulations: This Agreement is subject in all respects to the Laws and regulations of the Republic of India. The Licensee or its Affiliates will not in any form export, re-export, resell, ship, divert, or cause to be exported, re-exported, resold, shipped, or diverted, directly or indirectly, any product or technical data or software of the Licensor, or the direct product of such technical data or software, to any country for which the Indian Government or its agencies or the US Government or its agencies thereof requires an export license or other governmental approval without first obtaining such license or approval.

13.11 Force Majeure: Neither Party shall lose any rights hereunder or be liable to the other Party for damages or losses (except for payment obligations) on account of failure of performance by the defaulting Party if the failure is occasioned by war, strike, fire, Act of God, earthquake, flood, lockout, embargo, governmental acts or orders or restrictions, failure of suppliers, or any other reason where failure to perform is beyond the reasonable control and not caused by the negligence or intentional conduct or misconduct of the nonperforming Party, and such Party has exerted all reasonable efforts to avoid or remedy such force majeure; provided, however, that in no event shall a Party be required to settle any labor dispute or disturbance.

IN WITNESS WHEREOF, the Parties have caused this Agreement to be signed by their duly authorized representatives on the date and the year first hereinabove written.

	Indian Institute of Science
	XXXX



	Name: V. Rajarajan
Designation: REGISTRAR

INDIAN INSTITUTE OF SCIENCE

BANGALORE - 560 012.


	


	Witness
	


Annexure I

Intellectual Property and Technology Concept Information

IISc agrees to provide the following information to the Licensee within ten (10) days from the Effective Date.

Description of Intellectual Property Licensed:

to be filled in
The Indian Patent Application Number is : to be filled in  entitled to be filled in
Annexure II

License Fee and Royalty Payment Schedule

License Fee: In consideration of the License granted pursuant to Article 2, the Licensee shall 


Royalty: The royalty payment schedule (payable in to be filled in) is as follows:
Annexure III

Territory 

to be filled in
�This description will depend upon the constitution of the Second Party, whether a Company, or Partnership Firm or any other entity


�The purpose of the Licence Agreement has been elaborated


�IP Policy entails both exclusive and non-exclusive licenses to be Agreement. Institute may decide on a case to case basis


�Alternately, the Licensee may be allowed to sub-license or manufacture, develop, test or market any Licensed product with the prior written consent/approval of Licensor provided that all confidentiality obligations as enumerated herein shall bind such third parties and subject to such terms relating to Royalty that may be agreed to between the Parties. 


�If IISc is getting Royalty, audit should be done, so that IISc is certain that it is getting proper returns/payments.


�Would depend on whether this would be an exclusive licence or a non-exclusive licence.
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